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REMARKS 

Reconsideration and allowance are respectfully requested. The amendments are 
supported by the original disclosure and, thus, no new matter is added by their entry. 

Claims 1-3, 8-10 and 15-20 are pending. Claim 3 is reformatted as an indepen- 
dent claim, which has scope identical to the original claim because only the limitations 
of claims 1-2 were incorporated. Only claims 1-3 read on the elected invention. Cancel- 
lation of claims 4-7 moots the Section 103 rejection. 

Claim 8 is amended to conform to the scope of claim 1 . Applicants request the 
rejoinder of nonelected claims 8-10 and 15-20 after the elected claims are allowed. 

35 U.S.C. 102 -Novelty 

A claim is anticipated only if each and every limitation as set forth in the claim is 
found, either expressly or inherently described, in a single prior art reference. Verdegaal 
Bros. V. Union Oil Co. of Calif., 2 USPQ2d 1051, 1053 (Fed. Cir. 1987). The identical 
invention must be shown in as complete detail as is claimed. See Richardson v. Suzuki 
Motor Co., 9 USPQ2d 1913, 1920 (Fed. Cir. 1989). 

Claims 1-3 were rejected under Section 102(b) as allegedly anticipated by IT 
1306004, which was patented by the present inventors. Applicants traverse because the 
process taught in the '004 patent is not identical to the process recited in the present 
claim 1 as alleged on page 4 of the Action. Therefore, there is no reason to believe that 
the polymeric material produced thereby is the same, nor that the polymeric material of 
the '004 patent would have the same properties as those recited in the present claim 1 . 

The Examiner relies on Examples 1-2 of the '004 patent that disclose a syndio- 
tactic polystyrene material made by a process using 15%wt styrene and 15%wt toluene 
as solvent. The polymeric material of the '004 patent was made by guest removal (e.g., 
a process using supercritical CO2) from 5 clathrate samples. It is worth noting that the 
literature relating to s-PS clathrate samples clearly reports that the guest content is 
generally lower than 20 wt%. In Example 2 of the cited '004 patent, toluene was 15wt%. 

One of ordinary skill in the art would have recognized that absorbing this amount 
of solvent in polymeric material would usually result in a plasticized polymer. Moreover, 
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the glass transition temperature and the elastic modulus of the polymer would remain 
essentially unaffected due to the absorption of most solvent molecules as guest in the 
ordered cavities of the crystalline phase rather than the amorphous phase, even after 
the absorption of 20% of guest molecules. 

By the process taught in the '004 patent, physical gels would not form. In fact, the 
present claim 1 requires that polymer concentration in the intermediate gel (i.e., prior to 
solvent removal) is in a range between 0.1 and 50 wt%, which corresponds to a solvent 
concentration in a range between 50 and 99.9wt% at most. Therefore, 15wt% toluene in 
the '004 patent does not necessarily teach a solvent concentration in the latter range. 

The above is also consistent with the widely-accepted understanding that "gels" 
are systems in which solvent represents the major component (see, for example, the 
Introduction of Thermoreversible Gelation of Polymers and Blopolymers, J.-M. Guenet, 
Academic Press, 1992; a copy is attached for the Examiner's consideration). 

By contrast. Applicants' present specification teaches dissolving the syndiotactic 
polystyrene material in a 10wt% solution. Thus, there is 90wt% solvent because the rest 
of the solution is solvent. It does not mean that the solution contains only 10wt% solvent 
as the Examiner appears to have misunderstood reading this specification and the '004 
patent. In accordance with the presently disclosed process, a physical gel is produced 
(see paragraph [0042] of the published US application). The process taught by Appli- 
cants in the present specification was not disclosed in their prior patent. Therefore, the 
'004 patent does not anticipate claims 1 -3. 

Moreover, although the '004 patent discloses the production of polymeric mate- 
rials exhibiting a nanoporous crystalline phase, they always have an apparent density 
greater than 1 g/cml On the other hand, the polymeric materials of present claim 1 are 
required to have an apparent density of 0.001 - 0.8 g/cm^ This difference is due to the 
fact that the processes disclosed in the '004 patent and the present specification are 
different . 

Finally, the negative limitation of claim 3 requires the gel produced by the recited 
process is a physical gel characterized by the absence of chemical cross-links between 
polymer chains. But there is no evidence cited in the Action to support a belief that the 
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claimed physical gel lacks chemical cross-linking. In particular, the lack of an express 
statement that the '004 patent teaches a composition that does not contain chemical 
cross-links is not sufficient basis for disclosing this negative limitation. Thus, the '004 
patent does not contain a disclosure satisfying Section 112, first paragraph, require- 
ments for the exclusion alleged on page 4 of the Action. Cf. M.P.E.P. § 21 73.05(i) ("The 
mere absence of a positive recitation Is not basis for an exclusion"). 

The cited '004 patent does not anticipate the claimed invention because it does 
not disclose all limitations of the original claims. The identical invention must be shown 
in as complete detail as is claimed. See Richardson at 1920. If this rejection is main- 
tained, acceptable evidence or reasoning must be provided in the next Office Action to 
support any allegation of Inherency or that a prior art product's possesses Inherent 
characteristics. Thus, the requested evidence or reasoning would be a new rejection 
that would require Applicants be given the opportunity to rebut fully. 

Withdrawal of the Section 102 rejection is requested because the '004 patent 
fails to disclose all limitations of the presently claimed invention. 

Conclusion 

Having fully responded to the pending Office Action, Applicants submit that the 
claims are in condition for allowance and earnestly solicit an early Notice to that effect. 
The Examiner is invited to contact the undersigned if additional information is required. 

Respectfully submitted, 
NIXON & VANDERHYE P.C. 

By: /Gary R. Tanlgawa/ 

Gary R. Tanigawa 
Reg. No. 43,180 



901 North Glebe Road, 11th Floor 
Arlington, VA 22203-1808 
Telephone: (703) 816-4000 
Facsimile: (703)816-4100 
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